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REMARKS 

Claims 1, 3, 6-15, 26, 28, 31-40, 51, and 62-88 were pending in this application. 
According to the August 23, 2007 Office Action, claims 1, 3, 6-15, 26, 28, 31-40, 51, and 62-88 
were rejected. 

We have amended independent claims 1, 26, 51, and 88, and have amended dependent 
claims 6-15, 31-40, 62-63, 65-67, 69-71, 74, 76-77, 79-81, and 83-87 to recite particular 
embodiments that we, in our business judgment, have currently determined to be commercially 
desirable. We have canceled dependent claims 3, 28, 64, 68, 78, and 82. We will pursue the 
subject matter of the previously presented and canceled claims in one or more continuing 
applications. The amendments do not introduce any new matter. 

Accordingly, the following claims are under consideration: 

• Independent claims 1, 26, 51, and 88. 

• Dependent claims 6-15, 31-40, 62-63, 65-67, 69-77, 79-81, and 83-87. 

I. RESPONSE TO OBJECTION OF CLAIMS UNDER 37 CFR I.75fc) 

At page 3, previously presented claims 26, 28, 31-40, 76-83, and 88 are objected to under 
37 CFR 1.75(c) because "[e]ach of the claims purports to be an apparatus claim, yet is recited as 
being dependent on claim a method claim" and as such, "the claims do not fiirther limit the steps 
recited in the independent method claims." We respectfully disagree with the objection. 
Previously presented claims 26, 28, 31-40, 76-83, and 88 do not depend from method claims and 
are in a proper form. See MPEP § 2173.05(f) ("For example, claims which read: 'The product 
produced by the method of claim 1 . ' ... are not indefinite . . . merely because of the reference to 
another claim."). 

Nonetheless, to expedite prosecution of the application, we have amended claims 26, 31- 
40, 76-77, 79-81, 83, and 88. As indicated, dependent claims 28, 78, and 82 have been canceled. 
In view of the amendments to the claims, we respectfiiUy submit that the objection is now moot. 
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II. RESPONSE TO REJECTION OF CLAIMS UNDER 35 U.S.C S 112, FIRST 
PARAGRAPH 

At paragraph 1 pages 4-5, previously presented claims 1, 3, 6-15, 26, 28, 31-40, 51, and 
62-88 are rejected under 35 U.S.C § 1 12, first paragraph, as failing to comply with the written 
description requirement. As indicated, dependent claims 3, 28, 64, 68, 78, and 82 have been 
canceled. 



A. Response to rejection of claims 1, 3, 6-15, 26, 28, 31-40, 51, and 62-88 

At pages 4-5, previously presented claim 1 (and similarly, all other rejected claims) are 
rejected based on the assertion that "[njowhere in the original disclosure is it recited that data 
from separate markets is received and used to calculate the VWAP." 

Amended independent claim 1 recites in part: 

collecting sizes and prices associated with the matched VWAP 

orders; 

collecting a plurality of trade prices and trade sizes of the item, 

in which external orders comprise the trade prices and the 
trade sizes; and 

in which the external orders are not the VWAP orders; 

determining a VWAP price based at least in part on: 

(i) the collected trade prices and trade sizes, and 

(ii) the collected sizes and prices associated with the 
matched VWAP orders; 

The above limitations of claim 1 are disclosed, for example, at paragraphs [0013], [0025], 
[0026], [0030], [0066], and [0067] of the Specification. Specifically, paragraphs [0013] and 
[0066], which are reproduced below, disclose "collecting sizes and prices associated with the 
matched VWAP orders" and "determining a VWAP price based at least in part on: ... (ii) the 
collected sizes and prices associated with the matched VWAP orders." 

[0013] In some embodiments, the electronic trading application 
may use other suitable approaches to determine the VWAP price. 
For example, the VWAP price may be based on the matched 
and unmatched VWAP orders. In another example, the VWAP 
price may be determined for any suitable time period such as on 
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the day of the trade, for multiple days (i.e., multi-day VWAP), or 
for a particular time period (i.e., intraday VWAP). 

[0066] In response to matching VWAP orders (at step 640) and 
canceling the unmatched VWAP orders (at step 650), the 
electronic trading application may collect size and price (if 
available) information of the received orders. The electronic 
trading application processes the collected size and price 
information to determine the VWAP auction price. As 
described previously, the VWAP auction price is determined using 
the following algorithm: 

y (Traded Price)(Total Size at that Price) 

VWAP= — 

£ Total Size of Trade during Designated Trading Period 

(emphasis added) (Specification , paragraphs [0013] and [0066]). 

Paragraphs [0025], [0026], [0030], and [0067] of the Specification disclose the remaining 
above limitations of claim 1. Specifically, paragraphs [0025] and [0026], which are reproduced 
below, disclose "collecting a plurality of trade prices and trade sizes of the item " and 
"determining a VWAP price based at least in part on: (i) the collected trade prices and trade 



[0025] As used herein, the "VWAP" or "VWAP price" is a 
weighted average price based on the volume of trades done on one 
or more items within a specified auction time period. When the 
specified auction time period ends, all trade prices and sizes of 
an item associated with a VWAP auction are collected. In 
response to collecting the prices and sizes entered by traders, 
the VWAP may be calculated using the following algorithm: 



[0026] An example of calculating the VWAP for a VWAP 
auction from collected trade prices and sizes is shown in Table 
1. ... 
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TABLE 1 



Price 


Size 


Action 


Decimal Price 


Decimal PricexSize 


100.09 


35 


Take 


100.28125000 


3509.843750000 


100.08+ 


60 


Take 


100.26562500 


6015.937500000 


100.08 


50 


Take 


100.25000000 


5012.500000000 


100.07+ 


10 


Hit 


100.23437500 


1002.343750000 


100.07 


5 


Hit 


100.21875000 


501.093750000 


100.062 


25 


Hit 


100.19531325 


2504.882831250 


100.06 


17 


Hit 


100.18750000 


1703.187500000 


100.052 


42 


Hit 


100.16406250 


4206.890625000 



(emphasis added) ( Specification , paragraphs [0025] and [0026]). 

In addition, paragraphs [0025], [0026], [0030], and [0067] of the Specification also 
disclose that ^'external orders comprise the trade prices and the trade sizes'" and that ''the 
external orders are not the VWAP orders," as claim 1 further recites. Specifically, TABLE 1 
above shows example hit and take orders fi-om which the VWAP price is determined. The hit 
and take orders have trade prices that are not expressed relative to the VWAP price (see the first 
column). However, matched VWAP orders trade on the determined VWAP price. See, for 
example, paragraphs [0030] and [0067] of the Specification, which are reproduced below. 
Accordingly, at the time the VWAP price is being determined, the trade prices of matched 
VWAP orders can only be expressed relative to the VWAP price. Accordingly, the orders (and 
thereby the trade prices and trade sizes) shown in TABLE 1 above must be orders that "are not 
the VWAP orders." 



[0030] In a preferred embodiment, a trader, such as large block 
institutional investors, speculators, or market markers, may want to 
employ systems and methods according to the present invention to 
trade on the VWAP price. Trading on the VWAP price allows 
these traders to participate in the liquidity of the marketplace. 
Trading on the VWAP price may be attractive to large block 
institutional investors who continually adjust portfolios, 
speculators who may be seeking arbitrage opportunities, and 
market makers who are willing to deal on the VWAP price. 

[0067] At step 680, the electronic trading application presents 
the traders of the VWAP auction session with the determined 
VWAP auction price. In response to determining the VWAP 
price, the electronic trading apphcation fills the matched VWAP 
orders. In some embodiments, the electronic trading application 
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may physically deliver the matched VWAP order. For example, 
suppose a trader buys 100 million 30 Year U.S. Treasury 
bonds at the VWAP price and the determined VWAP price is 
100 with an accrued interest equaling $2,000,000. The current 
30 Year U.S. Treasury bonds may be delivered as opposed to a 
payment of $102,000,000. 

(emphasis added) (Specification , paragraphs [0030] and [0067]). 

Accordingly, for the foregoing reasons, the Specification discloses the above noted 
limitations of claim 1 (and similarly, the other rejected claims). 

B. Response to rejection of claim 11 

At page 5, previously presented claim 11 is rejected based on the assertion that "[tjhere is 
no mention anywhere in the original disclosure that limits the additional auctions to be non- 
consecutive." 

Amended claim 11 recites in part: 

continuously placing the recurring VWAP order in additional non- 
consecutive auctions. 

The above limitations of claim 11 are disclosed, for example, at paragraphs [0048] and 
[0065] of the Specification, which are reproduced below. 



[0048] As shown in FIGS. 3 and 4, in response to a trader 
selecting to trade on the VWAP in preference field 336, a window 
402 may appear that provides a trader with the ability to select an 
available VWAP auction. In this example, each available VWAP 
auction is listed by its corresponding VWAP auction period. As 
used herein, the VWAP auction period is the time period in which 
traders may enter VWAP bids or orders. As shown in FIG. 4, 
window 402 shows that there are four available VWAP 
auctions that the trader may enter. In this example, the VWAP 
auction session is identified by the VWAP auction open time 
and the VWAP auction close time. The trader may select one of 
the available VWAP sessions: 7:30-8:00, 10:00-11:00, 9:00- 
15:00, or 7:00 on June 26 to 15:00 on June 27. 



[0065] ... In other embodiments, a trader may place a 
recurring VWAP order such that the VWAP order is placed 
each day for a specific VWAP auction session. For example, a 
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trader may enter an order to buy 150 million 2 Year U.S. Treasury 
bonds at the VWAP price each day for a particular VWAP 
auction session until the VWAP order is filled. In some 
embodiments, the recurring VWAP order may be placed every day 
until the trader cancels the recurring order. 

(emphasis added) (Specification , paragraphs [0048] and [0065]). 

Paragraph [0048] discloses that multiple VWAP auction sessions may be provided in a 
given day. Paragraph [0065] fiirther discloses that a trader may place a recurring VWAP order 
each day for a specific/particular VWAP auction session. By placing a recurring VWAP order 

each day for a specific/particular VWAP auction session, the recurring VWAP order is not being 
placed in certain other auction sessions provided in a given day and is therefore being placed in 
''''non-consecutive auctions" as recited by claim 11. 

Accordingly, for the foregoing reasons, the specification discloses the above noted 
limitations of claim 11. 

III. RESPONSE TO REJECTION OF CLAIMS UNDER 35 U.S.C S 112. SECOND 
PARAGRAPH 

At paragraph 2 page 6, previously presented claims 28, 31-40, and 76-83 are rejected 
under 35 U.S.C § 1 12, second paragraph, as being indefinite. We respectfully disagree with the 
rejection for reasons similarly discussed above in Section I . Nonetheless, we respectfully submit 
that the rejection is now moot in view of the amendments to the claims. 

IV. RESPONSE TO REJECTION OF CLAIMS UNDER 35 U.S.C S 103(a) AS BEING 
UNPATENTABLE OVER LI IN VIEW OF KEITH 

At paragraph 3 pages 7-13, previously presented claims 1, 3, 9, 11, 13-14, 26, 28, 34, 36, 
38-39, 51, 62, 64-65, 68-73, 76, 78-79, 82-84, 86, and 88 are rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Li et al., U.S. Patent Application PubUcation No. 2002/0194107 
(hereinafter Li) in view of Keith, U.S. Patent Application Publication No. 2004/0236614 
(hereinafter Keith). As indicated, dependent claims 3, 28, 64, 68, 78, and 82 have been canceled. 

The Examiner fails to establish a prima facie case of obviousness because the Examiner: 
1) fails to show that li and Keith teach all the claim limitations; and 
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2) fails to provide any evidence, let alone substantial evidence, to support the 
Examiner's findings that it would have been obvious to modify O in view of 
Keith to include the claim limitations. 



A. Independent claim 1; The Examiner fails to show that Li in view of Keith teach 
all claim limitations 

Amended claim 1 recites in part: 

determining a VWAP price based at least in part on: 

(ii) the collected sizes and prices associated with the 
matched VWAP orders; 

At page 7, the Examiner asserts that Li discloses similar limitations at paragraphs [0029] 

and [0037]. Paragraphs [0029] and [0037] are reproduced below. We also draw the Examiner's 

attention to paragraphs [0027] and [0028] to which paragraph [0029] refers. 

[0027] FIG. 1 depicts the system 10 for trading financial assets in 
accordance with the invention. System 10 operates to match 
requests for buying a financial asset with offers for selling the 
financial asset. The system further provides a calculated volume 
weighted average price of all shares of the financial asset traded 
during a specified time period, whereby the volume weighted 
average price is to be used as the trading price between the 
matched requests and offers. 

[0028] Once a request to buy shares of a specified financial asset at 
a specified future time is given, system 1 0 matches the request 
with any offers to sell shares of the same specified financial asset. 
The system continues matching requests 42 with offers 44 to 
sell until all shares requested to be bought have been matched. 
Likewise, the system continues matching offers 44 with requests 
42 until all offers have been matched. For example, if a buyer 
makes a request to buy 10,000 shares of Cisco at a specified fiiture 
time, system 10 continually matches this request with offers from 
sellers who are wishing to sell Cisco shares. A first seller may wish 
to sell only 1,000 shares, a second seller may wish to sell 6,000 
shares, and a third seller may wish to sell 5,000 shares. System 10 
matches these three offers to sell Cisco shares with the request to 
buy them. In addition, after the time period has expired, system 10 
automatically calculates the volume weighted average price 
("VWAP") of all Cisco shares traded during the specified time 
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period and submits it to tlie buyer and tliree sellers for use as 
the trading price to complete their transactions. 

[0029] In the example above, should the first seller have 20,000 
shares of Cisco to sell, system 10 need not continue matching with 
subsequent sellers because the request has been fulfilled with the 
first seller. Similarly, if there are insufficient offers to sell Cisco 
shares, then the request will be partially fiilfiUed and system 10 
will match the request with as many offers to sell as available prior 
to the commencement of the specified future time period. Because 
request 42 can only be partially fulfilled, system 10 permits the 
buyer to either cancel his/her request or continue with the 
trade and receive a VWAP for his/her request that will only be 
partially fiilfilled. 

[0037] Once system 10 has received all requests 42 and offers 44 
and has performed all matching, software 28 executing on 
computer 20 automatically calculates, at the expiration of the 
specified time period, a volume weighted average price of all 
shares of the financial asset traded during the time period 
according to the following formula: 

yjfr^p _ ( ^ of shares traded ) ( trading price of each share ) 
total # of shares traded 

(emphasis added) (Li, paragraphs [0027], [0028], [0029], and [0037]). 

In rejecting claim 1, the Examiner appears to assert that at paragraphs [0029] and [0037], 
O discloses that the VWAP is determined based on matched requests 42 and offers 44. We 
respectfiiUy disagree. 

Specifically, as disclosed by O at paragraph [0037], the VWAP is calculated from 
" trading price[s] ." However, the "frading price[s]" used to calculate the VWAP cannot be the 
trading price of matched requests 42 and offers 44 because the trading price of matched requests 
42 and offers 44 as disclosed by Li is the calculated VWAP (sec Li paragraphs [0027], [0028], 
and [0029]). Accordingly, assuming the Examiner's assertions were correct, it appears that 
would mean that O discloses that the "VWAP" is calculated from the "VWAP." However, such 
an assertion is circular and unclear. 

We respectfiiUy submit that the frading prices used to calculate the VWAP as disclosed in 
Li paragraph [0037] must be from traded orders other than the matched requests 42 and offers 44 
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and that Li thereby does not disclose at paragraphs [0029] and [0037] that the VWAP is 
determined based on matched requests 42 and offers 44 and in particular, does not disclose 
"determining a VWAP price based at least in part on ... (ii) the collected sizes and prices 
associated with the matched VWAP orders," as amended claim 1 recites. 



B. Independent claim 1: The Examiner fails to provide any evidence to support the 
Examiner's findings that it would have been obvious to modify Li in view of 
Keith 

Amended claim 1 further recites in part: 

collecting a plurality of trade prices and trade sizes of the item, 

in which external orders comprise the trade prices and the 
trade sizes; and 

in which the external orders are not the VWAP orders; 

determining a VWAP price based at least in part on: 

(i) the collected trade prices and trade sizes, and 

(ii) the collected sizes and prices associated with the 
matched VWAP orders; 

At pages 8 and 20, the Examiner rejects similar limitations of previously presented claim 
1 and in particular, appears to assert that while O does not disclose such similar limitations, it 
would have been obvious in view of Keith to modify \A to include such limitations. The 
Examiner fails to provide any evidence, let alone substantial evidence, to support the Examiner's 
findings. Without such evidence, there is no prima facie case of obviousness. 



1. Even in view of KSR, factual findings supported by substantial evidence 
are required to support a legal conclusion of obviousness 

At page 20 the Examiner assert in part: 

Regardless, since the cited references are analogous art, KSR 
forecloses Applicant's argument that a specific teaching is required 
for a finding of obviousness. 

Contrary to the Examiner's apparent assertions, even in view of KSR the Examiner must 
still present factual findings supported by substantial evidence in order to support a conclusion of 
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obviousness. Conclusory statements unsupported by any evidence, let alone substantial 
evidence, are insufficient to establish a prima facie case of obviousness. 

Specifically, the Federal Circuit has held that obviousness is a legal question based on 
underlying factual findings that must be supported by substantial evidence. In re Zurko , 258 
F.3d 1379, 1383-84 (Fed. Cir. 2001) ("Obviousness is a legal question based on underlying 
factual determinations. . . . We review factual findings underlying [the legal determination of 
obviousness] for substantial evidence."); see also MPEP § 2144.03 ("The standard of review 
applied to findings of fact is the 'substantial evidence' standard under the Administrative 
Procedure Act (APA)"). 

In KSR the Court did not overrule this precedence. Rather, the Court, quoting the 
Federal Circuit with approval, reiterated that mere conclusory statements are insufficient on 
which to base a conclusion of obviousness. KSR . 127 S.Ct. at 1740-42 ("[RJejections on 
obviousness grounds cannot be sustained by mere conclusory statements; instead, there must be 
some articulated reasoning with some rational underpinning to support the legal conclusion of 
obviousness." (quoting In re Kahn . 441 F.3d 977, 988 (C.A.Fed. 2006))). 

Similarly, the MPEP clearly articulates that obviousness is a question of law based on 

underlying factual findings. Specifically, MPEP § 2141 states in part: 

Obviousness is a question of law based on underlying factual 
inquiries. ... 

Office personnel fulfill the critical role of fact-finder when resolving 
the Graham inquiries. It must be remembered that while the 
ultimate determination of obviousness is a legal conclusion, the 
underlying Graham inquiries are factual. When making an obvi- 
ousness rejection, Office personnel must therefore ensure that the 
written record includes findings of fact concerning the state of the 
art and the teachings of the references applied. In certain 
circumstances, it may also be important to include explicit findings as 
to how a person of ordinary skill would have understood prior art 
teachings, or what a person of ordinary skill would have known or 
could have done. Factual findings made by Office personnel are the 
necessary underpinnings to establish obviousness. 

MPEP § 2141(1) (emphasis added). 



02-1071 080123 RS 



23 



Application Serial No.: 10/678,582 
Attorney Docket No.: 02-1071 
(note new docket number) 



Similarly, MPEP § 2142 states in part: 

The key to supporting any rejection under 35 U.S.C. 103 is the clear 
articulation of the reason(s) why the claimed invention would have been 
obvious. The Supreme Court in KSR International Co. v. Teleflex Inc. . . . 
noted that the analysis supporting a rejection under 35 U.S.C. 103 
should be made explicit. The Federal Circuit has stated that 'rejections 
on obviousness cannot be sustained with mere conclusory state- 
ments; instead, there must be some articulated reasoning with some 
rational underpinning to support the legal conclusion of 
obviousness.' 

MPEP § 2142 (emphasis added). 

2. The Examiner fails to provide any evidence that the Examiner's 

purported findings would have motivated one skilled in the art to modify 
Li in view of Keith 

At page 8 the Examiner, making reference to Keith paragraph [0016], appears to assert 
that it would have been obvious to modify Li in view of Keith "since such a modification would 
have provided increased flexibility and stimulated liquidity in the matching process." 

While the Examiner purported motivation for modifying U in view of Keith appears to 
be a statement taken from Keith paragraph [0016], simply noting a statement from Keith and 
broadly concluding from this statement that one skilled in the art would have been motivated to 
modify O in view of Keith to include the limitations of claim 1 is insufficient to establish a 
prima facie case of obviousness. The Examiner must provide some evidence, and in particular 
substantial evidence, to support the conclusion that based on Keith paragraph [0016], one skilled 
in the art would have been motivated to modify Li in view of Keith . As discussed above, 
conclusory statements unsupported by any evidence, let alone substantial evidence, are 
insufficient to establish a prima facie case of obviousness. The Examiner fails to provide any 
evidence to support the Examiner's conclusions. 

In addition, Keith paragraph [0016] does not even appear to have any correlation to the 
limitations of previously (and currently) presented claim 1. Accordingly, it is unclear as to what 
relevance Keith paragraph [0016] has towards motivating one skilled in the art to modify O to 
include the limitations of claim 1 



02-1071 080123 RS 



24 



Application Serial No.: 10/678,582 
Attorney Docket No.: 02-1071 
(note new docket number) 



3. Factual findings are required to establish a prima facie case of 
obviousness under any rational 

At page 20, the Examiner further asserts that: 

In addition, the combination recited in the rejections only unites 
elements of the prior art references, as detailed in the rejections 

above, with no change in their respective functions and which 
yield predictable results. Thus, the subject matter claimed in the 
rejected claims would have been obvious under KSR. 

In view of KSR , MPEP § 2143 was amended to include several unsupported and 
conclusory "rationales" to support a prima facie case of obviousness. In view of the Examiner's 
above assertion, the Examiner appears to also reject claim 1 based on the rational set forth in 
MPEP § 2143 (A). Again, the Examiner fails to provide factual findings, let alone factual 
findings supported by substantial evidence, on which to base a conclusion of obviousness and 
without such factual findings, there is no prima facie case of obviousness. 

Specifically, MPEP § 2143 (A) states in part: 

To reject a claim based on this rationale, Office personnel must resolve the 
Graham factual inquiries. Then, Office personnel must articulate the following: 



(2) a finding that one of ordinary skill in the art could have combined the 
elements as claimed by known methods, and that in combination, each element 
merely performs the same function as it does separately; 

(3) a finding that one of ordinary skill in the art would have recognized that the 
results of the combination were predictable; . . . 

If any of these findings cannot be made, then this rationale cannot 
be used to support a conclusion that the claim would have been 
obvious to one of ordinary skill in the art. 

MPEP § 2143 (A) (emphasis added). 

The Examiner's above noted statements are merely conclusory statements unsupported 
by any factual findings. Again, as clearly articulated by MPEP §§ 2141, 2142, and 2143, and by 
the Supreme Court and the Federal Circuit, without factual findings there can be no prima facie 
case of obviousness. 
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Overall, if the Examiner wishes to maintain the rejection of claim 1 over O in view of 
Keith , we respectfully request that the Examiner provide factual findings on which to base a 

conclusion of obviousness. 



C. Independent claims 26, 51, and 88 and Dependent claims 9, 11, 13-14, 26, 34, 36, 
38-39, 62, 65, 69-73, 76, 79, 83-84, and 86 

Amended independent claims 26, 51, and 88 recite limitations similar to previously (and 
currently) presented claim 1 and as such, the Examiner fails to establish a prima facie case of 
obviousness of these claims for at least the same reasons as set forth above for claim 1. 

Dependent claims 9, 11, 13-14, 26, 34, 36, 38-39, 62, 65, 69-73, 76, 79, 83-84, and 86 
depend from independent claims 1, 26, and 51 and as such, the Examiner fails to establish a 
prima facie case of obviousness of these claims for at least the same reasons as set forth above 
for claim 1. 

In addition, regarding previously presented claims 11 and 36, at page 10 the Examiner 



(i) Li does not disclose that the order is continuously placed in 
additional non-consecutive auctions. However, it would have been 
obvious to one of ordinary skill in the art at the time of the 
invention to have modified Li to have continuously placed the 
order in any additional auctions because such placement would 
have been an obvious matter of design choice in light of the 
apparatus and method already disclosed by Li. Such modification 
would not have otherwise affected the apparatus and method of Li 
and would have merely represented one of numerous steps that the 
skilled artisan would have found obvious for the purposes already 
disclosed by Li. 

(ii) Additionally, applicant has not persuasively demonstrated the 
criticality of providing specific order placing in non-consecutive 
auctions versus the order placing in additional auctions, as 

disclosed by Li. 

Regarding statement (i), the Examiner fails to provide any evidence to support the 
Examiner's purported motivation/reasoning for modifying Li to include the limitations of claims 
11 and 36. Rather, the Examiner's findings are purely conclusory. Without evidence, let alone 
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substantial evidence, to support the Examiner's findings there is no prima facie case of 
obviousness. 

Regarding statement (ii) and the Examiner's assertion that "applicant has not 
persuasively demonstrated . . . ," it is the Examiner's burden, not applicant's, to establish a prima 
facie case of obviousness. 

Finally, regarding statement (ii) and the Examiner's assertion regarding demonstrating 
"criticality," we are unclear of the relevance between demonstrating "criticality" and a rejection 
under 35 U.S.C. § 103. If the Examiner wishes to maintain this assertion, we respectfully 
request that the Examiner provide some basis in the rules or the law to support the assertion. 

V. RESPONSE TO REJECTION OF CLAIMS UNDER 35 U.S.C. S 103(a) AS BEING 
UNPATENTABLE OVER LI IN VIEW OF KEITH AND WAGNER 

At paragraph 4 pages 14-15, previously presented claims 6-8, 15, 31-33, and 40 are 
rejected under 35 U.S.C. § 103(a) as being unpatentable over \A in view of Keith , and in further 
view of Wagner, U.S. Patent 4,980,826 (hereinafter Wagner) . 

Dependent claims 6-8, 15, 31-33, and 40 depend from independent claims 1 and 26 and 
as such, the Examiner fails to establish a prima facie case of obviousness of these claims for at 
least the same reasons as set forth above for claim 1. 

In addition, the Examiner also fails to establish a prima facie case of obviousness of 
claims 6-8, 15, 31-33, and 40 because the Examiner fails to provide any evidence, let alone 
substantial evidence, to support the Examiner's findings that in view of Wagner it would have 
been obvious to modify U and Keith to include the limitations of these claims. 

Specifically, at page 14 the Examiner, making reference to Wagner column 5, lines 14- 
25, asserts that it would have been obvious to modify O and Keith in view of Wagner because 
"such a modification would have provided a more efficient marketplace by executing the trading 
process without the bias of participants." 

Again, while the Examiner purported motivation for modifying O and Keith in view of 
Wagner appears to be a statement taken from Wagner column 5, lines 14-25, simply noting a 
statement from Wagner and broadly concluding from this statement that one skilled in the art 
would have been motivated to modify O and Keith to include the limitations of claims 6-8, 15, 
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31-33, and 40 is insufficient to establish a prima facie case of obviousness. Tiie Examiner must 
provide some evidence, and in particular substantial evidence, to support the conclusion that 
based on Wagner column 5, lines 14-25, one skilled in the art would have been motivated to 
modify Li and Keith in view of Wagner . As discussed above, conclusory statements 
unsupported by any evidence are insufficient to establish a prima facie case of obviousness. 

In addition, Wagner column 5, lines 14-25 do not appear to have any correlation to the 
limitations of previously (and currently) presented claims 6-8, 15, 31-33, and 40. Accordingly, it 
is unclear as to what relevance Wagner column 5, lines 14-25 has towards motivating one skilled 
in the art to modify Li and Keith to include the limitations of these claims. 

Again, if the Examiner wishes to maintain a rejection of claims 6-8, 15, 31-33, and 40 
over U in view of Keith and Wagner , we respectfully request that the Examiner provide factual 
findings on which to base a conclusion of obviousness. 

Regarding the Examiner's assertions at page 15, as similarly discussed above with 
respect to claims 11 and 36, (i) the Examiner fails to provide any evidence to support the 
Examiner's purported motivation/reasoning for modifying Wagner to include the limitations of 
the claims and as such, there is no prima facie case of obviousness; (ii) regarding the Examiner's 
assertion that "applicant has not persuasively demonstrated . . .," it is the Examiner's burden, not 
applicant's, to establish a prima facie case of obviousness; and (iii) regarding the Examiner's 
assertion regarding demonstrating "criticality," we are unclear of the relevance between 
demonstrating "criticality" and a rejection under 35 U.S.C. § 103. 

VI. RESPONSE TO REJECTION OF CLAIMS UNDER 35 U.S.C. S 103(a) AS BEING 
UNPATENTABLE OVER LI IN VIEW OF KEITH AND HUGHES 

At paragraph 5 page 16, previously presented claims 10, 12, 35, and 37 are rejected under 
35 U.S.C. § 103(a) as being unpatentable over Li in view of Keith , and in further view of Hughes 
et al., U.S. Patent Application Publication No. 2003/0225673 (hereinafter Hughes) . 

Dependent claims 10, 12, 35, and 37 depend from independent claims 1 and 26 and as 
such, the Examiner fails to establish a prima facie case of obviousness of these claims for at least 
the same reasons as set forth above for claim 1. 
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In addition, the Examiner also fails to establish a prima facie case of obviousness of 
claims 10, 12, 35, and 37 because the Examiner fails to provide any evidence, let alone 
substantial evidence, to support the Examiner's findings that that in view of Hughes it would 
have been obvious to modify Li and Keith to include the limitations of these claims. 

Specifically, making reference to Hughes paragraph [0030], the Examiner asserts that it 
would have been obvious to modify \A and Keith in view of Hughes because "such a 
modification would have provided increased management and execution efficiency in the trading 
marketplace." 

First, Hughes paragraph [0030] does not appear to make any reference to "increased 
management and execution efficiency in the trading marketplace" and as such, the Examiner 
fails to provide any evidence to support this assertion. 

Second, even assuming, arguendo, that there is evidence to support the Examiner's 
assertion, the Examiner fails to provide any evidence, let alone substantial evidence, to support 
the conclusion that "increased management and execution efficiency in the trading marketplace" 
would have motivated one skilled in the art would to modify O and Keith to include the 
limitations of claims 10, 12, 35, and 37. Rather, tlic Examiner's assertions are merely 
conclusory. As discussed above, conclusory statements unsupported by any evidence, let alone 
substantial evidence, are insufficient to establish a prima facie case of obviousness. 

Again, if the Examiner wishes to maintain a rejection of claims 10, 12, 35, and 37over Li 
in view of Keith and Hughes, we respectfully request that the Examiner provide factual findings 
on which to base a conclusion of obviousness. 

VII. RESPONSE TO REJECTION OF CLAIMS UNDER 35 U.S.C. S 103(a) AS BEING 
UNPATENTABLE OVER LI IN VIEW OF KEITH AND FRIEDLAND 

At paragraph 6 pages 17-18, previously presented claims 63, 66-67, 74-75, 77, 80, 81, 85, 
and 87 are rejected xmder 35 U.S.C. § 103(a) as being unpatentable over Li in view of Keith , and 
in further view of Friedland et al., U.S. Patent Application Publication No. 2002/0174060 
(hereinafter Friedland ). 
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Dependent claims 63, 66-67, 74-75, 77, 80, 81, 85, and 87depend from independent 
claims 1, 26, and 51 and as such, the Examiner fails to establish a prima facie case of 
obviousness of these claims for at least the same reasons as set forth above for claim 1. 

In addition, the Examiner also fails to establish a prima facie case of obviousness of 
claims 63, 66-67, 74-75, 77, 80, 81, 85, and 87 because the Examiner fails to provide any 
evidence, let alone substantial evidence, to support the Examiner's findings that in view of 
Friedland it would have been obvious to modify \A and Keith to include the limitations of these 
claims. 

Specifically, at page 18 the Examiner, making reference to Friedland paragraph [0015], 
asserts that it would have been obvious to modify Li and Keith in view of Friedland because 
"such a modification would have provided increased time efficiency of auctions to remote 
bidders." 

Again, while the Examiner purported motivation for modifying O and Keith in view of 
Friedland appears to be a statement taken from Friedland paragraph [0015], simply noting a 
statement from Friedland and broadly concluding from this statement that one skilled in the art 
would have been motivated to modify Li and Keith to include the limitations of claims 63, 66-67, 
74-75, 77, 80, 81, 85, and 87 is insufficient to establish a prima facie case of obviousness. The 
Examiner must provide some evidence, and in particular substantial evidence, to support the 
conclusion that based on Friedland paragraph [0015], one skilled in the art would have been 
motivated to modify \A and Keith in view of Friedland . As discussed above, conclusory 
statements unsupported by any evidence are insufficient to establish a prima facie case of 
obviousness. 

In addition, Friedland paragraph [0015] does not appear to have any correlation to the 
limitations of previously (and currently) presented claims 63, 66-67, 74-75, 77, 80, 81, 85, and 
87. Accordingly, it is unclear as to what relevance Friedland paragraph [0015] has towards 
motivating one skilled in the art to modify \A and Keith to include the limitations of these claims. 

Again, if the Examiner wishes to maintain a rejection of claims 63, 66-67, 74-75, 77, 80, 
81, 85, and 87 over O in view of Keith and Friedland . we respectfully request that the Examiner 
provide factual findings on which to base a conclusion of obviousness. 
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VIII. CONCLUSION 

In view of the foregoing, we submit that claims 1, 6-15, 26, 31-40, 51, 62-63, 65-67, 69- 
77, 79-81, and 83-88 are allowable. Favorable reconsideration and allowance of these claims are 
therefore requested. We earnestly believe that this application is now in condition to be passed 
to issue, and such action is also respectfully requested. However, if the Examiner deems it 
would in any way facilitate the prosecution of this application, the Examiner is invited to 
telephone our undersigned representative at 212-294-7733. 

Respectfully submitted, 
/Glen R. Farbanish/ 

Januarv 23. 2008 

Date Glen R. Farbanish 

Reg. No. 50,561 
Attorney for Applicants 
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